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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments filed on November 2 1 , 2007 have been fiiUy considered but they 
are not persuasive. 

2. In response to applicant's argument that "The principal reference relied upon, Liou, 
would not be taken seriously by a person of ordinary skill in this field. Basically, the teaching in 
this reference is a Perpetual Motion Machine. To be operative, it would have to produce more 
power than is introduced into the closed loop generating system.", it must be noted that there is 
no statement in Liou that the disclosed system will or can operate perpetually or continually by 
using the pump 4 to move the working fluid to the tank with the energy being generated. The 
generating system can be operated during high demand hours to provide electricity to the power 
grid, and the pump 4 could be used during low demand hours to store mechanical power in the 
tank by using the excess power being generated by the power grid. 

3. In response to apphcant's argiiment that "the Shin like the Liou reference, is again a 
closed system that must generate more power than introduced back into the system, in order to 
be operative. That is, a perpetual motion machine.", it must be noted that there is no statement in 
Liou that the disclosed system will or can operate perpetually or continually. Shin recites the use 
of buoyancy and gravity as the forces acting on the capsules as the source of mechanical energy 
to operate the system. 

4. In response to applicant's argument that "the more that the cited references must be 
modified to meet the outstanding claims, the more likely that an non-intended issue of hindsight 
may have driven the rejection.", the test for obviousness is not whether the features of a 
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secondary reference may be bodily incorporated into the structure of the primary reference; nor 
is it that the claimed invention must be expressly suggested in any one or all of the references. 
Rather, the test is what the combined teachings of the references would have suggested to those 
of ordinary skill in the art. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981). 

3. In response to applicant's argument that the examiner's conclusion of obviousness is 
based upon improper hindsight reasoning, it must be recognized that any judgment on 
obviousness is in a sense necessarily a reconstruction based upon hindsight reasoning. But so 
long as it takes into account only knowledge which was within the level of ordinary skill at the 
time the claimed invention was made, and does not include knowledge gleaned only from the 
applicant's disclosure, such a reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 
170 USPQ 209 (CCPA 1971). 

4. In response to applicant's argument that "The purpose of the extension 28 is to enlarge 
the mouth of a side open area of the bucket for receiving the horizontal direction of water from 
the chutes 13 and 14", a recitation of the intended use of the claimed invention must result in a 
structural difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. 

5. In response to applicant's arguments against the references individually, one cannot show 
nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re 
Merck & Co.. 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

Claim Rejections - 35 USC § 103 
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6. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this OfRce action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 1-3, 5-6 and 9-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. Patent No. 5,905,312 A to Liou in view of U.S. Patent No. 6,734,574 B2 to Shin. 

Liou disclose the construction of a gravity generating system utilizing falling water flow, 
comprising: 

a substantially vertically standing frame (10) having an introduction port (7013, 
7014) at its top end for introducing falling water flow and a discharge port (703 1) at its 
lower end for discharging the falling water flow so as to pass the falling water flow 
through the frame; 

a conveyer (40) circulatably provided inside the frame in the vertical direction via 
a rotary shaft (Figure 2) in a loop-like tensed state; 

a plurality of buckets (50) disposed in the longitudinal direction along an outer 
surface of a circulating portion of the conveyor and fixed thereto at predetermined 
intervals (Figure 1), into which the falling water flow is introduced and the openings of 
which face in the direction opposite to the circulating direction of the conveyor; and 

a generator (60) connected to the rotary shaft which supports the conveyor and 
rotates with the circulation of the circulating portion of the conveyor, characterized in 
that the buckets, the openings of which face in the upward direction, lined up on the outer 
surface of one side of the circulating portion of the conveyor are arranged along a 
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passage through which the falling water flow introduced from the introduction port into 
the inside of the frame passes and the generator is positioned on an exterior of the frame. 
However, it fails to disclose a cylindrical frame. 

Shin disclose the construction of a buoyancy-driven electric power generator, comprising 
a substantially vertically standing cylindrical frame (Figures 6A and 6B), for the purpose of 
passing a plurality of cylindrical capsules through any plurality of cylindrical coil modules. 

It would have been obvious to one skilled in the art at the time the invention was made to 
use the cylindrical shaped of the capsules, coils and frame disclosed by Shin on the gravity 
generating system disclosed by Liou for the purpose of allowing cylindrically shaped buckets to 
pass through a cylindrically shaped frame. 

It would have also been obvious to one having ordinary skill in the art at the time the 
invention was made to use cylindrical buckets since the examiner takes Official Notice of the 
equivalence of a rectangular bucket and a cylindrical bucket for their use in the electro- 
mechanical power generating art, and the selection of any of these known equivalents to receive 
a fluid and exfract elecfro-mechanical power, would be within the level of ordinary skill in the 
art. 

8. With regards to claim 2, Liou disclose a funnel (20) for introducing the falling water flow 
into the inside of the frame through the infroduction port is provided on the introduction port at 
the upper end of the cylindrical frame. 

9. With regards to claims 3 and 6, Liou disclose a storage tank (70) for temporarily storing 
the falling water flow to be infroduced into the inside of the cylindrical frame through the 
infroduction port is provided. 
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10. With regards to claims 5 and 9-10, Liou disclose the conveyer being formed by a 
combination of a chain and sprockets (Figure 6). 

1 1 . Claims 4, 7-8 and 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent No. 5,905,3 12 A to Liou in view of U.S. Patent No. 6,734,574 B2 to Shin as applied to 
claims 1-3, 5-6 and 9-10 above, and further in view of U.S. Patent No. 1,483,505 to J. R. 
Bradshaw. 

Liou in view of Shin disclose the construction of a gravity generating system as disclosed 

above. 

However, it fails to disclose guide plates for introducing the falling water flow into the 
buckets, said guide plates being provided on outer edges of the openings of the respective 
buckets lined up on the outer surface of the circulating portion of the conveyor in a longitudinal 
direction transverse to the falling water flow in such a manner that the guide plates stand up 
diagonally outward opposite to the side of the buckets connected to the conveyor, the guide 
plates are positioned to receive an impact of falling water flow and to direct the water to the 
buckets. 

J. R. Bradshaw disclose the construction of a water power device, comprising a plurality 

of buckets or containers (26) adapted to be associated with the endless web, said buckets having 
guide plates (extended end walls 28) for introducing the falling water flow into the buckets, said 
guide plates being provided on outer edges of the openings of the respective buckets lined up on 
the outer surface of the circulating portion of the conveyor in a longitudinal direction transverse 
to the falling water flow in such a manner that the guide plates stand up diagonally outward 
opposite to the trunk side of the buckets (Figures 1 and 3) connected to the endless web, the 



Application/ Control Number: 10/531,335 Page 7 

Art Unit: 2834 

guide plates being positioned to receive an impact of falling water flow and to direct the water to 
the buckets for the purpose of providing the receptacle with a bill or abutment. 

It would have been obvious to one skilled in the art at the time the invention was made to 
use the buckets or containers disclosed by J. R. Bradshaw on the gravity generating system 
disclosed by Liou in view of Shin for the purpose of providing the receptacle with a bill or 
abutment. 

12. With regards to claim 1 1 , Liou disclose the conveyer being formed by a combination of a 
chain and sprockets (Figure 6). 

13. Claims 12, 14-16 and 20-22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. Patent No. 1,483,505 to J. R. Bradshaw in view of U.S. Patent No. 5,905,3 12 A to 
Liou, further in view of U.S. Patent No. 4,028,893 to Shaw. 

J. R. Bradshaw disclose the construction of a water power device, comprising: 

a frame unit (8 + 16); 

a first shaft (18') rotably mounted on the frame unit; 
a second shaft (22) rotably mounted on the frame unit; 

an elongated endless conveyor member (16') operatively supported on the first 
and second shafts, the conveyor member having a plurality of spaced bucket members to 
hold water extending outward from an exterior surface of the conveyor member for 
receiving and temporarily retaining water; and 

inclined guide plates (extended end walls 28) positioned to extend outwardly from 
the respective bucket members when the bucket members descend in the falling water 
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flow and to receive an impact force from the falling water and to direct the water to the 

bucket member. 

However, it fails to disclose: 

a cylindrical outer housing extending around the sides of the frame unit and open 

below the frame unit; 

a generator operatively mounted to the shaft for generating electricity as the first 
shaft rotates; and 

a fiinnel member capable of receiving and directing water, the fimnel member 
directs the water above and to one side of the conveyor member that juxtapositions the 
bucket members to receive and temporarily retain water so that release of the water to fall 
by gravity from the fimnel member will impact the respective spaced bucket projections 
to drive the conveyor member to rotate. 

Liou disclose the construction of gravity generating system utilizing falling water flow, 
comprising: 

a generator (60) operatively mounted to a shaft (Figure 2) for generating 
electricity as the shaft rotates; and 

a funnel member (20) capable of receiving and directing water, the fimnel 
member directs the water above and to one side of the conveyor member that 
juxtapositions the bucket members to receive and temporarily retain water so that release 
of the water to fall by gravity will impact the respective spaced bucket projections to 
drive the conveyor member to rotate; 
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for the purpose of converting kinetic energy into electrical energy and directing the 
working fluid into the buckets. 

Shaw disclose the construction of a solar energy system, comprising a cylindrical outer 
housing (11) extending around the sides of a frame unit (22) and open below said frame unit for 
the purpose of containing the liquid medium. 

It would have been obvious to one skilled in the art at the time the invention was made to 
use the cylindrical outer housing disclosed by Shaw and generator and fimnel member disclosed 
Liou by on the water power device disclosed by J. R. Bradshaw for the purpose of containing the 
liquid medium, converting kinetic energy into electrical energy and directing the working fluid 
into the buckets. 

14. With regards to claim 14, J. R. Bradshaw disclose the conveyor member including a 
chain that engages complementarily sprockets (17 and 18) on the respective first and second 

shafts. 

15. With regards to claim 15, Liou disclose a storage tank (70) for holding water connected 
to the fimnel member. 

16. With regards to claim 16, Liou disclose a speed increaser unit (Figure 2), which is 
connected between the first shaft and the generator to increase the rotary speed applied to the 

generator. 

17. With regards to claim 21, Liou disclose a storage tank (70) for holding water connected 
to the fiinnel member (20). 
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18. With regards to claim 22, J. R. Bradshaw disclose a vertically slidable gate (10) 
associated with discharge openings (9) and mounted in guides (11) which operate as a valve 
system to regulate the release of water flow. 

19. Claims 17 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent No. 1,483,505 to J. R. Bradshaw in view of U.S. Patent No. 5,905,312 A to Liou as 
applied to claims 12-16 above, and further in view of U.S. Patent No. 4,100,743 to Trumbull et 
al. 

J. R. Bradshaw in view of Liou disclose the construction of a water power device as 

disclosed above, further including a vertically slidable gate (10) associated with discharge 
openings (9) and mounted in guides (11) which operate as a valve system to regulate the release 
of water flow. 

However, it fails to disclose a storage battery connected to the generator. 

Trumbull et al. disclose the construction of a gravity engine, comprising a storage battery 
(41) connected to a generator, for the purpose of storing electrical energy. 

It would have been obvious to one skilled in the art at the time the invention was made to 
use the storage battery disclosed by Trumbull et al. on the water power device disclosed by J. R. 
Bradshaw in view of Liou for the purpose of storing electrical energy. 

Conclusion 

20. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. See PTO-892. 
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2 1 . Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to PEDRO J. CUEVAS whose telephone number is (571)272-2021 . 
The examiner can normally be reached on M-F from 8:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Darren E. Schuberg can be reached on (571) 272-2044. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Pedro J. Cuevas/ 
Examiner, Art Unit 2834 
March 16, 2008 

/Darren Schuberg/ 

Supervisory Patent Examiner, Art Unit 2834 



